
62

37 CFR Ch. I (7–1–00 Edition)§ 1.115

§ 1.115 [Reserved]

§ 1.116 Amendments after final action
or appeal.

(a) An amendment after final action
or appeal must comply with § 1.114 or
this section.

(b) After a final rejection or other
final action (§ 1.113), amendments may
be made canceling claims or complying
with any requirement of form expressly
set forth in a previous Office action.
Amendments presenting rejected
claims in better form for consideration
on appeal may be admitted. The admis-
sion of, or refusal to admit, any amend-
ment after final rejection, and any re-
lated proceedings, will not operate to
relieve the application or patent under
reexamination from its condition as
subject to appeal or to save the appli-
cation from abandonment under § 1.135.

(c) If amendments touching the mer-
its of the application or patent under
reexamination are presented after final
rejection, or after appeal has been
taken, or when such amendment might
not otherwise be proper, they may be
admitted upon a showing of good and
sufficient reasons why they are nec-
essary and were not earlier presented.

(d) No amendment can be made as a
matter of right in appealed cases. After
decision on appeal, amendments can
only be made as provided in § 1.198, or
to carry into effect a recommendation
under § 1.196.

[65 FR 14873, Mar. 20, 2000]

§§ 1.117–1.119 [Reserved]

§ 1.121 Manner of making amend-
ments.

(a) Amendments in nonprovisional ap-
plications, other than reissue applica-
tions: Amendments in nonprovisional
applications, excluding reissue applica-
tions, are made by filing a paper, in
compliance with § 1.52, directing that
specified amendments be made.

(1) Specification other than the claims.
Except as provided in § 1.125, amend-
ments to add matter to, or delete mat-
ter from, the specification, other than
to the claims, may only be made as fol-
lows:

(i) Instructions for insertions: The
precise point in the specification must
be indicated where an insertion is to be

made, and the matter to be inserted
must be set forth.

(ii) Instructions for deletions: The
precise point in the specification must
be indicated where a deletion is to be
made, and the matter to be deleted
must be set forth or otherwise indi-
cated.

(iii) Matter deleted by amendment
can be reinstated only by a subsequent
amendment presenting the previously
deleted matter as a new insertion.

(2) Claims. Amendments to the claims
may only be made as follows:

(i) Instructions for insertions and de-
letions: A claim may be amended by
specifying only the exact matter to be
deleted or inserted by an amendment
and the precise point where the dele-
tion or insertion is to be made, where
the changes are limited to:

(A) Deletions and/or
(B) The addition of no more than five

(5) words in any one claim; or
(ii) Claim cancellation or rewriting:

A claim may be amended by directions
to cancel the claim or by rewriting
such claim with underlining below the
matter added and brackets around the
matter deleted. The rewriting of a
claim in this form will be construed as
directing the deletion of the previous
version of that claim. If a previously
rewritten claim is again rewritten, un-
derlining and bracketing will be ap-
plied relative to the previous version of
the claim, with the parenthetical ex-
pression ‘‘twice amended,’’ ‘‘three
times amended,’’ etc., following the
original claim number. The original
claim number followed by that par-
enthetical expression must be used for
the rewritten claim. No interlineations
or deletions of any prior amendment
may appear in the currently submitted
version of the claim. A claim canceled
by amendment (not deleted and rewrit-
ten) can be reinstated only by a subse-
quent amendment presenting the claim
as a new claim with a new claim num-
ber.

(3) Drawings. (i) Amendments to the
original application drawings are not
permitted. Any change to the applica-
tion drawings must be by way of a sub-
stitute sheet of drawings for each sheet
changed submitted in compliance with
§ 1.84.
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